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WALTZ, Administrative Patent Judge.

DECI SI ON ON APPEAL

This is an appeal under 35 U.S.C. § 134 fromthe
exam ner’s final rejection of clains 34 through 36, 39, 40,
42, 49, 53 through 57, and refusal to allow clainms 50 through
52 as anended subsequent to the final rejection (see the
amendment dat ed
Dec. 9, 1996, Paper No. 45, entered as per the Advisory Action
dated Jan. 2, 1997, Paper No. 47). dains 34-36, 39, 40, 42
and 49-57 on appeal are the only clains remaining in this

appl i cation.
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According to appellants, the invention is directed to a
conposite conprising an el astoneric matri x contai ning carbon
fibrils, a nmethod for the preparation of an el astoner
conposite, and a nethod for masterbatching (Brief, pages 3-4).
A copy of illustrative independent claimb53 is reproduced
bel ow.

53. A conposite conprising an elastonmer matrix into
whi ch greater than 0 and | ess than 25 parts carbon fibrils per
100 parts el astoner are incorporated to enhance the nechanica
properties of said elastoner, wherein said fibrils have a
di aneter | ess than about 100 nanoneters and a length | ess than
about 10, 000 nanoneters, and wherein the anmount of fibrils in
said conposite permts curing of said conposite by resistive
or inductive heating.

The exam ner has relied upon the follow ng references in

support of the rejections on appeal:

Tonoda et al. (Tonoda) 4,491, 536 Jan. 1, 1985
Tennent? 4,663, 230 May 5,

1987

Nabeta et al. (Nabeta) 4,704, 413 Nov. 3,

1987

Ceus et al. (CGeus) 4, 855, 091 Aug. 8, 1989
Friend 5,098, 771 Mar. 24, 1992

(filed Jul. 27, 1989)

! W note that appellants have not contested the
avai l ability of Tennent as prior art under 35 U. S.C. § 103.
Therefore we need not reach this issue in our decision.
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Clainms 49-57 stand rejected under 35 U.S.C. § 103 as
unpat ent abl e over Tennent in view of Geus and Tonoda (Answer,
page 2). Cainms 34-36, 39, 40 and 42 stand rejected under
35 U.S.C. 8§ 103 as unpatentable over Tennent in view of Ceus
and Tonoda further in view of Nabeta (Answer, page 4). Cains
49-54, 56 and 57 stand rejected under the judicially created
doctrine of obvi ousness-type doubl e patenting as unpatentabl e
over clainms 1-34 of Friend in view of Geus and Tonoda (id.).?
W affirmthe examner’s rejection of clainms 49-57 under
section 103 over Tennent in view of Geus and Tonoda but
reverse all other rejections. Accordingly, the exam ner’s
decision is
affirnmed-in-part for reasons set forth bel ow

CPI NI ON
A. The Rejection over Tennent, Geus and Tonbda

On page 7 of the Brief, appellants state that they “are

aware of no reason why the rejected clains do not stand or

2 The final rejection of clainms 50-52 under the second
paragraph of 35 U.S.C. 8§ 112 was withdrawn by the exam ner in
vi ew of appellants’ anendnment after the final rejection (see
the Advisory Action dated Jan. 2, 1997, Paper No. 47).
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fall together.” The exam ner has construed this statenent as
nmeani ng the clains stand or fall together (Answer, page 2,

7). Notw thstandi ng the neani ng of appellants’ statenent, we
do not find any specific, substantive argunents in the Brief
for the separate patentability of any specific clainms except
clains 56 and 57 (see the Brief, page 10; clains 56 and 57
depend from i ndependent claim53). Accordingly, pursuant to
the provisions of 37 CFR 8 1.192(c)(7)(1995), we select claim

53 fromthe
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groupi ng of clains and decide this rejection on the basis of
this claimand, to the extent they are separately argued,
clains 56 and 57.

The conposite product recited in claimb53 on appea
requires an elastoner matrix into which greater than zero and
| ess than 25 parts of carbon fibril per 100 parts el astoner
are incorporated, wherein the fibrils have a dianmeter |ess
t han about 100 nanoneters (nm and a length | ess than about
10,000 nm wth the conposite having such an anount of fibrils
that curing by resistive or inductive heating is permtted.

As correctly construed by the exam ner, this clai mdoes not
require curing or a cured product but only a product that
perm ssi bly can be cured (see the Answer, page 3).

The exam ner finds that Tennent teaches tubul ar carbon
fibrils of 3.5 to 70 nmin dianeter and a | ength of about 2500
nmthat are useful in an electrically conductive conposite
wi th carbon and an el astomer (Answer, page 3). The exam ner
recogni zes that Tennent does not disclose the anmount of
fibrils in the conposite (id.). However, Tennent teaches that
the fibrils are incorporated into the matrix to reinforce the
conposite and also to enhance the electrical or thernal
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conductivity (col. 4, Il. 22-31). Tennent al so teaches that
the anmount of fibrils should be “an effective electrica
conductivity enhancing anmount” or other anmounts dependi ng on
the property desired (see col. 8, I[l. 1-14). In our view,

t hese teachings of Tennent show that the anmount of fibrils

| oaded into the el astoner matri x was known to be a result
effective variable. It is well settled that generally the
optim zation of a result effective variable would have been
well within the ordinary skill in the art. See In re Boesch,
617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980); In re Aller,
220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). W note
that no showi ng of unexpected results based on the anount of
fibrils has been proferred by appell ants.

The exam ner applies Geus and Tonbda as secondary
references to show various limtations of dependent cl ai s,
e.g., Ceus teaches the advantages of a fishbone-Ilike
arrangenent of the graphite layers along the axis of the
filaments (Answer, page 3) but this limtation is not found in
claim53 which is the claimthat is the focus of our decision.

Accordingly, no further discussion of Geus is necessary to our



Appeal No. 1998-1226
Application No. 08/420, 330

deci sion. Tonoda is applied by the exam ner to, inter alia,

show t hat conposites nay be made containing fluoroel astoners
and carbon fibers (id.). However, in view of the teaching in
Tennent that el astoners are a preferred matrix (see col. 7,
1. 48-49), it is our opinion that the specific el astoners
recited in clains 56 and 57 on appeal woul d have been
suggested to one of ordinary skill in this art by this
t eachi ng.
Appel I ants argue that Tennent “only generally nentions
that a potential use for the fibrils is in conposites having a
matri x of an organic polyner” and that “Tennent does not teach
or suggest fibril-filled elastoner conposites” (Brief, page
9). Appellants’ argunent is not well taken since, as
di scussed above, Tennent specifically teaches that a preferred
enbodi nent i ncludes an elastoner matrix (col. 7, |1. 48-49).
Appel  ants argue that Tennent did not envision fibrils
having a fishbone-1i ke arrangenent of graphite layers (Brief,
par agraph bridgi ng pages 10-11). As noted above, this
limtation is not recited in claimb53 on appeal which we have

sel ected as the basis for our decision. Appellants also argue
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that “Tennent makes no nention what soever of the anount of
fibrils” useful in elastonmer conposites (Brief, page 11).

This argunment is not well taken since, as al so discussed
above, Tennent does teach anounts of the fibrils, although not
nuneri cal anounts (see col. 8, |Il. 1-14).

For the foregoing reasons, we determ ne that the exam ner
has presented a prima facie case of obviousness in view of the
reference evidence. Appellants state that they have provided
evi dence of “surprising and unobvious results” (Brief, page
21). However, appellants have not expl ai ned why these results
i nvol ve conparisons with the closest prior art, why they are
commensurate in scope with the clainmed subject matter, and why
these results woul d have been truly unexpected. Appellants
rely on the evidence on pages 5-6 of the specification but no
specific conparisons or results have been disclosed. Based on
the totality of the record, giving due consideration to
appel l ants’ argunents and evi dence, we determ ne that the
preponder ance of evidence wei ghs nost heavily in favor of
obvi ousness. Accordingly, the examner’s rejection of clains
49 through 57 under 35 U.S.C. § 103 as unpatentabl e over
Tennent in view of Geus and Tonoda is affirned.
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B. The Rejection over Tennent, Geus, Tonopda and Nabet a

The exam ner further applies Nabeta to show the
mast er bat ch preparati on and additional conmpounding recited in
clai m 34 on appeal (Answer, page 4). The exam ner finds that
Nabeta teaches that “the polyner may be pre-m xed and the rest
added to the conposition.” 1d., citing col. 9, Il. 1-25. The
exam ner concludes that it would have been obvious to nodify
the preparations disclosed by Tennent, Geus and Tonoda as
taught by Nabeta for the advantage of keeping the carbon
fibers from being danaged (id.). W disagree.

As correctly argued by appellants (Brief, sentence
bridgi ng pages 17-18), Nabeta does not disclose or suggest the
mast er batch technique as recited in claim34 on appeal.

Nabeta only discloses that the m xture® may be subjected to a
pre-m xi ng process prior to the m xing and kneadi ng step (col.
9, Il. 5-13). The exam ner has not explained why this pre-

m xi ng step of Nabeta woul d require the conpoundi ng of

addi tional elastoner as recited by claim34 on appeal. On

® The “m xture” refers to a m xture of copol yner
pl asticizer, and carbon fibers. See Nabeta, col. 8, |l. 59-
67.
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this record, the exam ner has not presented any convincing
evi dence of the masterbatching technique for carbon fibers,
much | ess carbon fibrils, i.e., the addition of higher than
desired anmounts of carbon to an el astoner followed by
compoundi ng with additional elastoner to produce the desired
concentration of carbon.

For the foregoing reason, we cannot sustain the
exam ner’s rejection including Nabeta. Accordingly, the
rejection of clainms 34-36, 39, 40 and 42 under section 103

over Tennent in view of Geus, Tonbda and Nabeta is reversed.
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C. The Rejection over Friend, Geus and Tonbda

We al so cannot sustain the examiner’s rejection under the
judicially created doctrine of obviousness-type double
patenting. The examner’s only finding with regard to Friend
is “thus the patented clains are broader than the pendi ng ones
and are thus obvious as claimng duplicating [sic] subject
matter.” Answer, page 4. The clains of Friend recite an
el ectrically conductive conposite conprising a polyneric
bi nder with carbon fibrils incorporated in an anount not
greater than 30% by weight (see claim1l). Friend discloses
that the polyneric binders can be thernoplastic resins such as
pol yuret hane (see col. 3, Il. 19-32, and clains 21 and 22).
However, the clains on appeal all recite an el astoneric
matri x. Accordingly, as correctly argued by appellants on
page 24 of the Brief, the conposite of Friend and the clai ned
conposite are different. On this record, the exam ner has not
presented any reasoning or pointed to any evidence as to why
an el astoneric matri x woul d have been obvi ous over the clained
pol ymeric binder of Friend. As discussed above, Geus and

Tonoda have not been applied to show the matrix material and
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thus fail to renedy the deficiency noted here. Accordingly,
the exam ner has not net the initial burden of presenting a
prima facie case of unpatentability. Therefore the rejection
of clains 49-54, 56 and 57 under the judicially created
doctrine of obviousness-type double patenting over clains 1-34
of Friend in view of Geus and Tonoda is reversed.

D. Summary

The rejection of clainms 49-57 under 35 U S.C. 8§ 103 over
Tennent in view of Geus and Tonoda is affirned. The rejection
of clainms 34-36, 39, 40 and 42 under 35 U.S.C. § 103 over
Tennent in view of Geus, Tonpda and Nabeta is reversed. The
rejection of clainms 49-54, 56 and 57 under the judicially
created doctrine of obviousness-type doubl e patenting over
claims 1-34 of Friend in view of Geus and Tonobda is reversed.

Accordi ngly, the decision of the examner is affirned-in-part.
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No tinme period for taking any subsequent action in

connection with this appeal nay be extended under 37 CFR

§ 1.136(a).
AFFI RVED- | N- PART
EDWARD C. KI M.IN )
Adm ni strative Patent Judge )
)
)
)
) BOARD OF PATENT
BRADLEY R. GARRI S ) APPEALS
Adm ni strative Patent Judge ) AND
) | NTERFERENCES
)
)
)
THOMAS A, VWALTZ )
Adm ni strative Patent Judge )
jg
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BARRY EVANS

KRAMER, LEVI N, NAFTALI S & FRANKEL LLP
919 TH RD AVENUE

NEW YORK, NY 10022
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